
Recent Developments in Trademark Law and Its Effect on Franchising



Implementing the Trademark 
Modernization Act

1. The Trademark Modernization Act
2. Registration Practice: Specimens of Use
3. Registration Practice: Descriptive Marks



The Trademark Modernization Act
Signed into law on December 27, 2020, the TMA, inter alia:

• authorizes shortened 3-month deadlines for responses to most 
(but not all) office actions, with the option to purchase 3-month 
extensions (effective Dec. 1, 2022);

• creates a new ex parte reexamination proceeding targeting 
Section 1(a) registrations of marks not used in commerce at the 
time the registrants claimed they were or by the deadline for such 
a claim (effective Dec. 18, 2021); 

• creates a new ex parte expungement proceeding primarily 
targeting Section 44 and Section 66 registrations of marks that 
have never been used in commerce (effective Dec. 18, 2021).



The Trademark Modernization Act 
Signed into law on December 27, 2020, the TMA, inter alia:

• creates a new cause of action for the cancellation “at any time” in 
Board proceedings of registrations covering marks that have 
never been used in commerce (effective Dec. 18, 2021); and

• codifies the letter of protest procedure (effective Dec. 18, 2021).



Registration Practice: Specimens of Use

• To register or renew a trademark in the United States 
Patent and Trademark Office, trademark owners must 
submit specimens of use demonstrating that the mark is 
being used in commerce.

• Must show use of mark in connection with specific 
goods/services covered by the application.



Registration Practice: Specimens of Use

Acceptable Specimens for Goods, include but are not limited 
to:

• Labels, tags, containers/packaging for the goods.
• Point-of-sale displays. 
• Image of the mark affixed to the product. 



Registration Practice: Specimens of Use

Acceptable Specimens for Services, include but are not 
limited to: 

• Images showing use of the mark in the sale, performance, 
or rendering of the services.

• Brochures, Billboards, Signs, Leaflets, Newspaper and 
Magazine Ads.



Registration 
Practice: 
Specimens of Use

Acceptable Specimen? 
Goods: Soccer balls. 



Registration 
Practice: 
Specimens of 
Use
Acceptable Specimen?
Goods: Bed Linen.



Registration 
Practice: 
Specimens of 
Use

Acceptable Specimen?
Goods: Computer 
Software.



Registration 
Practice: 
Specimens of 
Use
Acceptable Specimen? 
Goods: Non-metal dosing 
caps for bottles; non-metal 
dispensing caps for 
containers.
Case: In re Wholesale & 
Retail Distribution, Inc. 
Serial No. 86586432 (May 
30, 2018) [not precedential] 
(Opinion by Judge Angela 
Lykos).



Registration Practice: Descriptive Marks  

Spectrum of Distinctiveness 

Generic
terms

Descriptive 
marks

Suggestive 
marks

Arbitrary 
marks

Coined
marks



Registration Practice: Descriptive Marks

Generic: Footlong for sandwiches; “Tires Tires Tires” for 
Retail tire store services. 
Descriptive: Creamy for Yogurt. 
Suggestive: SPEEDI BAKE for frozen dough.
Arbitrary: Apple for computers. 
Coined: Exxon, Pepsi.



Registration Practice: Descriptive Marks

Descriptive? 
• YOUR CLOUD for data storage and various cloud 

computing services.



Registration Practice: Descriptive Marks

Descriptive?
• YOURDVD for DVD players.



Registration Practice: Descriptive Marks

Descriptive? 
• UN-CURL for preparation for straightening hair. 



Registration Practice: Descriptive Marks

Descriptive?
• PURITY for water filtering units. 



Registration Practice: Descriptive Marks 

Section 2(f) Claim of Acquired Distinctiveness: Unlike Generic 
Marks, Descriptive Marks can still achieve registration upon a 
showing of secondary meaning. Applicants can register 
marks under Section 2(f) in either of the following scenarios:
• Verified statement that the “mark has become distinctive 

of the goods and/or services through the applicant’s 
substantially exclusive and continuous use of the mark in 
commerce that the U.S. Congress may lawfully regulate 
for at least the five years immediately before the date of 
this statement.”



Registration Practice: Descriptive Marks

Section 2(f) Claim of Acquired Distinctiveness (Cont’d) 
• Ownership of an active prior registration on the Principal 

Register of the same mark for goods and services that are 
sufficiently similar to those identified in the Application. 

• Evidence that the mark has acquired distinctiveness in the 
marketplace. 



Registration Practice: Descriptive Marks 

Supplemental Register: When an applied-for mark has been 
refused registration on the Principal Register on grounds of 
descriptiveness, Applicants may seek registration on the 
Supplemental Register, which is a special register for 
descriptive marks. 



Registration Practice: Descriptive Marks 

Benefits of Supplemental Register
• Use of the registration symbol with the registered mark in 

connection with the registered goods or services.
• The registered mark will be included in the USPTO’s 

database of registered and pending marks, which will 
allow trademark examining attorneys to use the 
registration as a bar to confusingly similar marks in 
applications filed by third parties.



Registration Practice: Descriptive Marks 

Benefits of Supplemental Register
• The registered mark can be used as the filing basis for 

trademark applications in many foreign countries. 
• The registered mark can provide public notice of 

registration which will make it easier for third parties to 
find the marks in trademark search reports.



Registration Practice: Descriptive Marks 

Disclaimer: The USPTO requires Applicants to disclaim 
descriptive and generic wording in marks, even if the mark as 
a whole is registrable. 
• Example: NIKE FOOTWEAR for “shoes”, the wording 

FOOTWEAR must be disclaimed even though the mark is 
still registrable.



Registration Practice: Descriptive Marks 

Disclaimer Required? 
• TOMMY HILFIGER FOR WOMEN for Cologne.



Registration Practice: Descriptive Marks 

Disclaimer Required? 
• TIP YOUR HAT for HATS.



Trademark Litigation Update



Trademark Litigation Update

1. Trademarks and the First Amendment
2. Trademarks in the Metaverse

3. A Trademark Prosecution Grab Bag
4. The Extraterritorial Reach of U.S. Trademark Law

5. Accounting of Profits in the Wake of Romag Fasteners



Trademarks and the First Amendment

VIP Products LLC v. 
Jack Daniel’s 
Properties, Inc.



Trademarks and the First Amendment

Poll: Should Jack 
Daniels be able to stop 
this?



Trademarks and the First Amendment



Trademarks and the First Amendment
VIP Products LLC v. 
Jack Daniel’s Properties, 
Inc.



Trademarks and the First Amendment
Poll: How should the 
Supreme Court answer?



Trademarks and the First Amendment

In re Elster



Trademarks and the First Amendment



Trademarks and the Metaverse

AM General LLC v. 
Activision Blizzard, Inc.



Trademarks and the Metaverse

Poll: Should the owner 
of the HUMVEE be 
able to stop this?



Trademarks and the Metaverse

Poll: What about this?



Trademarks and the Metaverse

Hermes International v. 
Rothschild



Trademarks and the Metaverse



Trademarks and the Metaverse

Yuga Labs, Inc. v. 
Ripps et al.



Trademarks in the Metaverse

Nike, Inc. v. StockX LLC



A Trademark Prosecution Grab Bag

In re Larian, LLC



A Trademark Prosecution Grab Bag



A Trademark Prosecution Grab Bag

Social Technologies 
LLC v. Apple Inc.



The Extraterritorial Reach of US Trademark Law
Hetronic International, Inc. v. Hetronic Germany GmbH

Abitron Austria GmbH v. Hetronic International, Inc.



The Extraterritorial Reach of US Trademark Law

Meenaxi
Enterprise, Inc. 
v. Coca-Cola 
Company



Accounting of Profits in the Wake of Romag Fasteners

Romag Fasteners, Inc. v. Fossil, Inc



Accounting of Profits in the Wake of Romag Fasteners



International Trademark Issues



International Trademark Issues

1. Pre-filing Considerations
2. Filing Strategies

3. Selected Trademark Law Updates
4. Practical Tips



Pre-Filing Considerations

🌏🌏🌍🌍🌎🌎



Pre-Filing Considerations



International Filing Strategy: Direct 
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International Filing Strategy: Madrid 
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Selected Updates in International Trademark Law

https://commons.wikimedia.org/wiki/File:Dolly_the_Sheep_National_Museum_of_Scotland.jpg



Practical Tips

• An ounce of prevention is worth a pound of cure – don’t wait to update 
your chain of title!



Practical Tips

• Consider consolidation of national European registrations into an 
EUTM registration

• EUTM trademark clearance: with or without searches of national 
registries?



Practical Tips



Questions?
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